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1 Introduction

Patents are a form of intellectual property, used for protecting technical in-
ventions in all fields of technology. Essentially patents give their holders a
set of exclusive rights for preventing others from utilizing a protected inven-
tion commercially. Protection is achieved in exchange for disclosing the
invention to the public and it is in force only for a limited time. In general,
patents are only granted for inventions that are new, inventive, and industri-
ally applicable.

In Europe it, was necessary to apply for a patent in each European country
before 1977, which in practice meant that the same invention was subject to
different national laws, granting procedures, and languages [1]. Therefore, it
was desirable to create a system in which an applicant could apply for a
patent in a centralized manner in Europe. For this purpose, the European
Patent Convention (EPC) was created, which enables centralized grant pro-
cedure based on a single patent application and it entered into force in 1977.

European patents are granted based on a legal framework defined by the
EPC, which means that the EPC defines a set of articles for unified prosecu-
tion, opposition,  and granting phases.  On top of these,  the EPC also speci-
fies the procedures for appealing against decisions that have been made dur-
ing the handling of an application. The appeal procedure is two-staged, such
that first instance decision are appealable before the Boards of Appeal while
notable points of law may be forwarded further, to the Enlarged Board of
Appeal, in case of uncertainty. The Enlarged Board of Appeal aims to en-
sure uniform interpretation of the law and clarify the fundamentally im-
portant points of law.

Since the role of the Enlarged Board of Appeal is of significant importance
in solving controversial issues regarding the essential points of the EPC, this
report will focus on decisions of the Enlarged Board of Appeal. Moreover,
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priority rights are a fundamental part of patenting because without proper
priority rights many continuation and divisional patents would be worthless.
Hence, this report concentrates on the decisions of the Enlarged Board of
Appeal regarding priority rights.

The rest of this report is organized as follows. Chapter 2 provides a quick
overview on the structure of the European Patent Organization in addition to
introducing the Contracting States of the EPC. The EPC is then summarized
in Chapter 3 and the appeal procedure defined in the EPC is presented in
detail in Chapter 4. Selected decisions of the Enlarged Board of Appeal re-
garding priority rights are studied in Chapter 5. Finally, a summary of this
report is given in Chapter 6.
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2 European Patent Organisation

European Patent Organisation (EPOrg) is a public international organization
which has been formed by its contracting states back in 1977 for granting
patents in Europe under the European Patent Convention (EPC) of 1973 [1].
Two organs form the EPOrg, Administrative Council of the European Pa-
tent Organisation and European Patent Office (EPO) (Art. 4(2) EPC).

The  task  of  the  EPOrg is  to  grant  European  patents,  which  is  done  by  the
EPO under the supervision of the Administrative Council  (Art.  4(3) EPC).
This chapter briefly presents the two organs of the EPOrg, the Administra-
tive Council and the EPO. The current contracting states are introduced as
well.

2.1 Administrative Council

The Administrative Council acts as the legislative body of the EPOrg, and
as defined in Art. 4(3) EPC, it has been set up to look after the work of the
EPO. Representatives of the EPO member states form the Administrative
Council. In addition to overseeing the work of the EPO, the Administrative
Council also ratifies the budget and approves the actions of the President of
the Office.

Furthermore, the Administrative Council is also eligible for amending the
rules of the EPC, as clarified in Art. 33 EPC in detail. The Administrative
Council is competent to amend, for example, the following:

Time limits laid down in the EPC and the Implementing regulations
(Art. 33(1) EPC)
Financial  Regulations,  Rules  relating  to  Fees  and  Rules  of  Proce-
dure (Art. 33(2) EPC)
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On top of these, the duties of the Administrative Council comprise also be-
ing in charge of appointing the President of the EPO (Art. 11(1) EPC) and
authorizing the President of the EPO to negotiate and conclude agreements
on behalf of the EPO with different parties (Art. 33(4) EPC).

2.2 European Patent Office

The other  organ  of  the  EPOrg is  the  European  Patent  Office  (EPO)  which
acts  as  the  executive  body  of  the  EPOrg.  The  main  task  of  the  EPO  is  to
grant European patents for the contracting states of the EPC, by using a sin-
gle patent grant procedure. Although the patent grant procedure for Europe-
an patents is centralized to the EPO, the granted patents are merely a bundle
of national patents which means that from the point of view of enforcement,
the EPO does not grant a single patent [2]. The grant procedure of the EPO
will be discussed in more detail in Section 3.3.

Art. 15 EPC defines the departments of the EPO:

Receiving Section is responsible for the examination on filing formal
requirements (Art. 16 EPC)
Search Divisions are responsible for preparing European search re-
ports (Art. 17 EPC)
Examining Divisions are responsible for the examination of applica-
tions (Art. 18(1) EPC)
Opposition Divisions are responsible for the examination of opposi-
tions (Art. 19(1) EPC)
Legal Division  is responsible for decisions in respect of entries in
the Register of European Patents and the list of professional repre-
sentatives (Art. 20(1) EPC)
Boards of Appeal is responsible for the examination of appeals re-
garding decisions of the Receiving Section, the Examining Divisions
and Opposition Divisions, and the Legal Division (Art. 21(1) EPC)
Enlarged Board of Appeal is responsible for deciding on points of
law  referred  to  it  by  Boards  of  Appeal  or  by  the  President  of  the
EPO in addition to deciding on petitions for the review of decisions
of the Boards of Appeal (Art. 22(1) EPC).
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It should be noted that infringement matters are outside of the jurisdiction of
the EPO and are handled by national courts in case of European patents.
However, the EPO has the power to invalidate a granted patent within nine
months of the publication of the granted patent during the opposition proce-
dure (Art. 99 EPC).

The  official  languages  of  the  EPO  are  English,  French,  and  German  (Art.
14(1) EPC) and European patent applications have to be filed in one of the
official  languages  (Art.  14(2)  EPC).  However,  it’s  also  possible  to  file  an
application in any other language, but in that case a translation to one of the
official languages has to be provided within two months of filing the appli-
cation. The language of the proceedings will then be the official language of
the EPO, in which the European patent application was filed (Art. 14(3)
EPC).

2.3 Contracting States

List of contracting states of the EPOrg is rather comprehensive and contains
most of the countries in Europe. The list includes several European coun-
tries that are not members of the European Union (EU). In other words, the
EPOrg is not related to EU and it is not legally bound by it.

At  the  time of  writing  this  report,  the  following  countries  are  members  of
the EPOrg [3]: Albania, Austria, Belgium, Bulgaria, Croatia, Cyprus, Czech
Republic, Denmark, Estonia, Finland, France, Germany, Greece, Hungary,
Iceland, Ireland, Italy, Latvia, Liechtenstein, Lithuania, Luxembourg, Mac-
edonia, Malta, Monaco, Netherlands, Norway, Poland, Portugal, Romania,
San Marino, Serbia, Slovakia, Slovenia, Spain, Sweden, Switzerland, Tur-
key, and the United Kingdom.

Figure 1 illustrates the current contracting states of the EPO.
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Figure 1: Contracting states of the EPO [4]
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3 European Patent Convention

The European Patent Convention (EPC) is the basic legal system which de-
fines the set of rules for granting European patents. The EPC consists of 178
main articles and several additional texts including Implementing Regula-
tions, Protocol on Recognition, and Protocol on Privileges and Immunities.
Nevertheless, due to the limited scope of this report, only the main articles
of the EPC will be discussed in this chapter.

This chapter begins with an introduction to patentable inventions according
to the EPC and then filing and requirements of European patent application
are talked through. After this, focus is on the unified prosecution phase of
the EPO before moving on to the procedures related to granting of a patent.
Finally, in the end of this chapter the post-grant procedures, that may take
place after granting a patent, are discussed; the opposition and limitation
procedures.

3.1 Patentable Inventions

European patents are to be granted for inventions that are new, inventive,
and industrially applicable (Art. 52(1) EPC). In addition, this article also
states that patents shall be granted for inventions in all fields of technology,
given that the previous requirements are fulfilled. Consequently, the
claimed invention should have a “technical character” or involve a “tech-
nical teaching” in order to be patentable.

However, the EPC also sets additional restrictions for patentable inventions.
According to [5], it was apparently impossible to come up with a positive
definition of an invention during the drafting of the EPC and hence, the EPC
includes a list describing what cannot be patented. The list includes the fol-
lowing limitations: a) discoveries, scientific theories and mathematical
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methods; (b) aesthetic creations; (c) schemes, rules and methods for per-
forming mental acts, playing games or doing business, and programs for
computers; (d) presentations of information (Art. 52(2) EPC). That is to say,
in view of the EPC the above list defines what is not regarded as invention.

In  addition  to  these  requirements  and  restrictions,  the  EPC  includes  some
exceptions to patentability, which are defined in Art. 53(a-c) EPC. The main
point behind these exceptions is to deny patents for inventions that are
against public order (‘ordre public’), good manners, and morale. Thus, it is
only possible to get a patent for an invention which is ethically correct,  in
view of the European culture.

Novelty

In case of patentable inventions, one very important concept is novelty. The
fundamental limitation is that an invention can be patented only if it is new,
and in the EPC, novelty is defined in terms of the state of the art. Essential-
ly, an invention is new if it does not form part of the state of the art (Art.
54(1) EPC). The state of the art is further clarified as something that has
been made available to the public by the date of filing the application (Art.
54(2) EPC). In the EPC, the definition of the state of the art is so called “ab-
solute state of the art”, which means that there are no restrictions related to
the means, time, or place of disclosure, nor to whom the art has been made
available before the date of filing the European patent application [5].

In the European patent system, an application is kept secret between filing
and publication and hence, it is possible that a conflict occurs with a later
application that includes the same or a similar invention. In this case, the
earlier application has naturally a prior right for the invention. It is not pos-
sible to grant two patents for the same invention (double patenting) so in
order to avoid this, the earlier application is taken into account when con-
sidering the patentability of the later application (Art. 54(3) EPC).

It should be noted anyway that Art. 54(3) EPC only accepts European appli-
cation as prior right because national applications are unavailable at the time
of the search. This in practice means it is possible that two patents are
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granted for the same invention in Europe and somewhere else for different
inventors.

In other words, a first inventor may get a patent in US and a second inventor
may get a patent in Europe for the same invention, if the second inventor
files the application in Europe while the US application of the first inventor
is still unpublished, given that the first inventor does not file an EP applica-
tion claiming priority of the US application.

The EPC also includes two novelty related articles that  are specifically di-
rected to medical use. First, Art. 54(4) considers known substances or com-
positions to be new, if it is the first time those are used in such a medical
method. This is called first medical use. Respectively, Art. 54(5) describes
second medical use, meaning there is a new medical use of a substance or
composition in case the first medical use is known.

Inventive Step

Inventiveness is another salient point in patenting. As discussed previously,
an invention must be inventive in order to be patentable. In the EPC, inven-
tiveness is determined by means of an inventive step. More specifically, an
invention is considered to include an inventive step if it is not obvious to a
person skilled in the art, in view of the state of the art (Art. 56 EPC).

The above definition of the inventive step includes several important char-
acteristics. Inventive step is only possible if there is novelty, i.e., there has
to be a difference between the invention and the state of the art. The extent
of this difference actually defines the existence of an inventive step. Then,
the question is about whether the invention lies beyond the capabilities of
the skilled person, who has access to the state of the art in full.

The wording of Art. 56 EPC is deliberately quite general and does not pro-
vide much guidance for evaluating the inventive step. The idea behind this
is that the interpretation is largely a matter of EPO policy [5]. The term
“obvious” in the article is naturally subjective, however, the EPO exploits
the problem and solution approach for making the interpretation of the term
objective and more predictable. This approach basically characterizes the



European Patent Convention

10

invention and then the question is whether an inventive step exists, when the
state of the art is taken into account, by using the perspective of a skilled
person.

Art. 56 EPC also states that if the state of the art includes documents within
the meaning of Art. 54(3), these documents are not considered while evalu-
ating whether an inventive step exists or not. In practice, this means that the
unpublished documents, which were filed before the priority date of a Euro-
pean patent application, will be taken into account only with respect to nov-
elty, but not in the context of inventiveness. So basically it is enough to
have a distinguishing technical feature compared with the unpublished prior
art. Thus, the claims of the later application can usually be amended so that
the earlier application is not prejudicial to novelty [6].

3.2 Filing and Priority

In  general,  any  natural  or  legal  person,  or  any  body  equivalent  to  a  legal
person by virtue of the law governing it, may file a European patent applica-
tion (Art. 58 EPC). Filing of a European patent application is not limited in
any way by the nationality and place of residence or business [6].

A European application can be directly with the EPO or alternatively, with a
central industrial property office or other competent authority of a Contract-
ing State, if the law of that particular State allows it (Art. 75(1) EPC).

Nevertheless, according to Art. 76(1) EPC, European divisional applications
must be filed directly with the EPO so in that case there is no alternative.
The main requirement regarding the context of divisional applications is that
the content of the earlier application, as filed, cannot be extended. If this
requirement is met, the divisional application is considered as filed on the
date of filing the earlier application.

The word “application” is used in three different meanings in the EPC [5].
Art. 78(1) EPC defines the mandatory contents of European patent applica-
tions and uses the word in its broadest sense. This article states that a Euro-
pean patent application must contain a request for the grant of the patent, a
description of the invention, one or more claims, any cited drawings, and an
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abstract. In addition to the above, the application has to conform to the re-
quirements defined in the Implementing Regulations

On the other hand, Art. 83 EPC uses a limited definition of a European pa-
tent application. This definition includes only the patent application itself,
not the set of documents as in case of Art. 78 EPC. By taking into account
the definition of the word “application” in Art. 83 EPC, a European patent
must disclose the invention in a manner sufficiently clear and complete for
it to be carried out by a person skilled in the art. The basic idea behind this
is related to “teaching” a person skilled in the art and that way enhancing
the level of technology. The main point of Art. 83 EPC is that a patent may
be granted only if it provides a complete disclosure of the invention.

Additionally,  the  claims  of  a  European  patent  application  must  define  the
matter  for  which  protection  is  sought  (Art.  84  EPC)  while  the  abstract  is
only used for informing the public of the invention of the application (Art.
85 EPC). Therefore, abstract cannot be used for interpreting the scope of the
protection or applying Art. 54(3) EPC.

Date of filing is extremely important because the state of the art is defined
by it. Basically, the date of filing consequently determines the extent of
search and examination. In the EPC, date of filing is the date on which the
requirements laid down in the Implementing Regulations are fulfilled (Art.
80 EPC). The date of filing also has several other legal effects. For example,
a European patent application is pending after that date and the applicant’s
right to the patent starts from this date.

A subsequent patent application will enjoy a right of priority during a period
of twelve months from the date of filing of the first application (Art. 87(1)
EPC). Furthermore, a right of priority for subsequent patent applications
comes from the date of filing. Priority right can be gained from any national
filing (Art. 87(2) EPC).

The outcome of the earlier patent application does not have any impact on
the priority, which basically means that even though the earlier application
would be abandoned or refused, it is still possible to continue with the later
application normally (Art. 87(3) EPC). Nevertheless, the earlier application
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has to be in force or pending when the subsequent application is filed (Art.
87(4) EPC).

Priority can be claimed simply by filing a declaration of priority and other
required documents, as defined in the Implementing Regulations (Art. 88(1)
EPC). It is also possible to claim priorities from multiple applications and
these applications may come from different countries, but in that case the
earliest date of priority determines the time limits related to the date of pri-
ority (Art. 88(2) EPC).

Anyway, the right of priority is valid only for those elements that are in the
previous application(s) (Art. 88(3) EPC). In practice, this means that if
something new is added to a subsequent application, the new parts will not
have the priority date of the earlier application. Instead, the date of filing
will be considered as the priority date for these new parts.

It is not required that the claims of the previous application(s) cover the el-
ements of the invention for which the priority is claimed (Art. 88(4) EPC).
According to the EPC, it  is  enough that the documents of the previous ap-
plication as a whole specifically disclose such elements. So in principle,
priority can be claimed for anything specified in the previous application(s).

3.3 Examination and Grant

European patent applications are examined by using a three-staged process;
examination on filing, examination as to formal requirements, and substan-
tive examination [5]. The purposed of the examination is to ensure that
granted patents conform to the requirements defined in the EPC [7].

First, examination on filing is carried out after receiving an application. As
defined in Art. 90(1) EPC, the EPO examines whether the application satis-
fies the requirements related to the date of filing, according to Art. 80 EPC,
or not. If the requirements for the date of filing are not met, the application
is not dealt as a European patent application (Art. 90(2) EPC).

Then, if the requirements for the date of filing are met, the next step is the
examination  as  to  formal  requirements  (Art.  90(3)  EPC).  Furthermore,  in
case that the application passes this stage of the examination, it is consid-
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ered  ready for publication. However, if the application does not pass the
examination as to formal requirements, it is usually refused [5], even though
Art. 90(4) EPC states that if there are deficiencies which may be corrected,
the EPO gives the applicant an opportunity to correct them. Any deficiency
noted in the examination under Art. 90(3) EPC has to be corrected anyway
to avoid refusal of the application (Art. 90(5) EPC).

The final stage of the examination is the substantive examination (Art. 94
EPC) which is used to determine whether the application is patentable in
view of Art. 52(1) EPC. At this stage, the EPO examines whether the inven-
tion is new, inventive, and industrially applicable. If the examination shows
that the application is not acceptable, the applicant is invited as often as
necessary to file his observations and amend the application if necessary
(Art.  94(3)  EPC).  The  applicant  has  to  reply  to  communications  from  the
EPO in time. Otherwise, the application is considered withdrawn (Art. 94(4)
EPC).

So, the EPC provides the basic right to amend the patent application (Art.
123(1). This article also gives the applicant a chance to amend the applica-
tion voluntarily at the start of the substantive examination. Naturally, there
are  restrictions  related  to  possible  amendments.  First,  it  is  not  possible  to
amend the application or the patent by adding subject-matter that was not
disclosed in the application originally, i.e., the amendments cannot extend
beyond the content of the application as filed (Art. 123(2) EPC). Secondly,
the scope of protection cannot be extended either (Art. 123(3) EPC).

If the patent application is considered as acceptable by the examining divi-
sion of the EPO, it has to decide to grant a European patent for the inven-
tion, if the conditions specified in the Implementing Regulations are ful-
filled (Art. 97(1) EPC). This in practice means that the applicant is entitled
to get a patent for the invention, if all the requirements defined in the EPC
are met. Nevertheless, the EPO also has a right to refuse the application, if
the  requirements  of  the  EPC  are  not  fulfilled  (Art.  97(2)  EPC).  The  grant
date will be the date when the patent is published in the European Patent
Bulletin (Art. 97(3) EPC).
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Mention of the grant brings several legal effects in its train [5]. According to
Art. 2(2) EPC, European patents have the same effect and the same rights as
a national patent granted in that State. Additionally, translations of the
granted patent need to be filed as defined in Art. 65(1) EPC. Mention of the
grant starts the opposition period which lasts for nine months (Art. 99(1)
EPC) while centralized limitation and revocation procedures become possi-
ble as well (Art. 105a EPC).

3.4 Opposition and Limitation Procedures

Opposition is a post-grant procedure which allows public to challenge a
wrongly granted patent within nine months of the publication of the mention
of the grant of the European patent in the European Patent Bulletin (Art.
99(1) EPC). The opposition has an impact in all Contracting States where
the patent is in force (Art. 99(2) EPC). On the contrary to the procedure up
to grant, which is ex parte, the opposition is inter partes procedure and
hence the opponents are parties of the opposition proceedings, in addition to
the patent proprietor naturally (Art. 99(3) EPC).

Art. 100 EPC defines grounds for opposition. It is possible to make the op-
position based on the argument that the patent is not patentable under Art.
52-57 EPC (Art. 100(1) EPC). That is to say, the validity of the patent may
be challenged for example if it is not novel, does not include an inventive
step or it is not industrially applicable. Another argument may be related to
insufficiency of the disclosure, because the invention should be presented in
a clear and complete manner so that a person skilled in the art may exploit it
(Art. 100(2) EPC). In addition, the opposition can be justified also by refer-
ring to added subject-matter. As defined in Art. 123(2), the subject-matter of
the patent cannot be extended beyond the content of the earlier application
as filed (Art. 100(3) EPC).

If the opposition is acceptable, the Opposition Division examines the patent
(Art. 101(1) EPC), and if the decision is that European patent is not valid, it
will  revoke  the  patent  (Art.  101(2)  EPC).  Alternatively,  it  may revoke  the
opposition. It is also possible the patent is maintained in amended form (Art.
101(3) EPC) so the proprietor has a chance to amend the claims during the
opposition proceedings. However, amending is restricted because the claims
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can be only amended to address grounds for opposition. Naturally, the
amendments must comply with the EPC as well.

So, the possible decisions of the Opposition Division are: revocation, rejec-
tion of opposition, and maintenance in amended form. Basically, the right to
appeal comes from a negative decision. Therefore, in case of revocation the
proprietor has a right to appeal. Respectively, in case of rejection of opposi-
tion,  the  opponent  can  appeal  against  the  decision.  If  the  decision  was  to
maintain the patent in amended form, both parties may appeal [8].

The proprietor can also voluntarily amend the claims or revoke the patent by
filing a request for limitation or revocation, respectively (Art. 105a(1) EPC).
These requests cannot, though, be filed if opposition proceedings are ongo-
ing  (Art.  105a(1)  EPC).  The  EPO  will  then  examine  whether  the  require-
ments for limiting or revoking the patent are fulfilled (Art. 105b(1) EPC)
and decide to either to accept or reject the request (Art. 105b(2) EPC). The
decisions will be backdated to the outset (Art. 68 EPC).
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4 Appeal Procedure of the EPO

The very last step, but an optional one, of the grant and opposition process
of the EPO is the appeal procedure before a board of appeal.  Basically,  all
the decisions of the first instance departments of the EPO can be challenged
using the appeal procedure.

In this chapter the organizational structures, liabilities and operations of the
Boards of Appeal and Enlarged Board of Appeal of the EPO are introduced
in general. Afterwards the appeal process of the EPO is discussed in detail,
as defined in the EPC.

4.1 Appeal Organization of the EPO

The Boards of Appeal handle appeals regarding the decisions of the Receiv-
ing Section, Examining Divisions, Opposition Divisions and Legal Divi-
sions, based on the requests of appellants. The boards are independent enti-
ties which are not bound by any instructions. Instead, the boards are re-
quired to comply with the EPC (Art. 23(3) EPC).

Administrative Council appoints the members of the Boards of Appeal for
five years and they may be reappointed again after that period according to
Art. 11(3) EPC and Art 23(1) EPC. The members can be removed from the
boards only if there are serious grounds for doing that (Art. 23(1) EPC) but
the members cannot be members of the Receiving Section, Examining Divi-
sions, Opposition Divisions or Legal Division (Art. 23(2) EPC) at the same
time.

Appeal organization of the EPO consists of the Enlarged Board of Appeal,
27 Technical Boards of Appeal, Legal Board of Appeal, and Disciplinary
Board of Appeal. The Technical Boards of Appeal are further divided into
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the following departments: Mechanical, Chemistry, Physics, and Electricity.
The organization structure is depicted in Figure 2.

Figure 2: Appeal Organization [9].

The Legal Board of Appeal takes care of appeals against decisions of Re-
ceiving Section and Legal Division while the Technical Boards of Appeal
address appeals against the decisions of Examining and Opposition Divi-
sions. In addition, the role of the Disciplinary Board of Appeal is to handle
appeals related to professional representation before the EPO.

On top  of  the  above  Boards  of  Appeal,  the  Enlarged  Board  of  Appeal  has
been set up in order to ensure uniform application of the law and clarify the
fundamentally important points of law. The mechanism for doing this task
will be described in detail in the next section, in view of the relevant parts of
the EPC.

The Administrative Council appoints the members of the Enlarged Board of
Appeal as well, which consists of two technically qualified and five legally
qualified members. The group of legally qualified members may include
two members of national courts and/or authorities of Contracting States
(Art. 11(5) EPC). In case of petitions for review, the Enlarged Board of Ap-
peal includes two or four legally qualified members in addition to one tech-
nically qualified member [9].
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4.2 Appeal Process

It is possible to appeal against decisions of the Receiving Section, Examin-
ing Divisions, Opposition Divisions and the Legal Divisions (Art. 106(1)
EPC). In other words, all decisions of the above first instances are appeala-
ble while the Boards of Appeal and Enlarged Board of Appeal act as inde-
pendent second instances.

The list is comprehensive and it in practice means that it is not possible to
appeal against a communication received from a Search Division. The rea-
soning behind this interpretation is related to the nature of communication
from Search Divisions. Fundamentally Search Divisions only form opinions
instead of making decisions so those are not appealable. However, for ex-
ample if a Search Division gives an opinion regarding lack of unity, it will
be confirmed by an Examining Division and that decision is then again ap-
pealable [5].

Art. 106(1) EPC also states that an appeal has suspensive effect. Therefore,
consequences of decisions are suspended until the decision on appeal is
made.

Furthermore, the EPC does not allow appealing against intermediate or in-
terlocutory decisions in general. That is to say, only decisions which do not
terminate proceedings can be mainly challenged together with the final de-
cision (Art. 106(2) EPC). Since intermediate or interlocutory decisions do
not finish proceedings, those are usually not appealable. Nevertheless, in
some exceptional cases that may be possible as well.

A party that has been involved in the first instance of proceeding has a right
to appeal according to Art. 107 EPC, but this article also defines that only a
party which has been adversely affected by a decision can appeal. Thus, the
EPC does not enable appealing against positive decisions, only negative
decisions are appealable. Negative decisions are decisions that do not agree
with an explicit request of a party. Hence, if a request of a party is allowed
in amended form, the party has a right to appeal.

Any other parties to the proceedings will be parties to the appeal proceeding
as of right. More specifically, a party that did not appeal but was a party to
the proceedings will become involved. But a party as of right cannot contin-
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ue the appeal proceedings, if the appeal is withdrawn and thus the rights of a
party as of right are limited [5].

The time limits of appeals are specified in Art. 108 EPC. Successful filing
of  an  appeal  includes  two  steps.  Firstly,  a  notice  of  appeal  must  be  filed
within two months from the notification of the decision. The notice of ap-
peal is considered to be filed once the fee for appeal has been paid, so the
payment  has  to  take  place  within  those  two  months  as  well.  Secondly,  a
statement defining the grounds of the appeal has to be filed within four
months from the notification of the decision.

The EPC enables interlocutory revisions in case of clearly allowable appeals
and in that case the appeal will not usually go to the appeal proceedings at
all. This means that the department that made the previous decision is able
to correct the decision within three months after receiving the statement of
grounds. So if the appeal is admissible and well founded the department
whose decision is contested has to rectify its decision (Art. 109(1) EPC).
This has to be done within three months from the filing of the appeal; oth-
erwise the appeal has to be forwarded to the Board of Appeal without any
comments (Art. 109(2) EPC).

Then, the Board of Appeal carries out the examination if the appeal is ad-
missible (Art. 110 EPC). This is done as specified in the Implementing
Regulations. During the examination, the parties are invited to submit ob-
servations on communications issued by the Board of Appeal itself or alter-
natively, by another party [6]. Naturally, the purpose of this examination is
to find out whether the grounds on which the appeal is based are valid.

A new or  alternative  set  of  claims  should  be  filed  together  with  the  state-
ment of grounds of the appeal so that there is a reasonable time to consider
those. The board has a right to exclude late filed requests for amendments if
there is no good reason for their lateness. The case may be sent back to the
first instance in case of major amendments [5].

The Board of Appeal will decide on the appeal after examining the allowa-
bility of the appeal (Art 111(1) EPC). If an additional set of claims has been
submitted with the notice of appeal, a decision on the main set of claims is
done first. Then, if those are not acceptable, allowability of the auxiliary set
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of claims is studied. The Board of Appeal may also decide to remit the case
to first instance which gave the previous decision, i.e., the decision that was
appealed against (Art. 111(2) EPC).

Decision or opinion of the Enlarged Board of Appeal may be asked in order
to ensure uniform application of the law or if a point of law of fundamental
importance arises (Art. 112(1) EPC). This can happen in two different ways.
As  a  first  option,  the  Board  of  Appeal  may  present  a  question  to  the  En-
larged Board of Appeal if it thinks that a decision is required regarding the
above matters (Art. 112(1)(a) EPC). Alternatively, the President of the EPO
may refer to a point of law to the Enlarged Board of Appeal, if two Boards
of Appeal have given different, controversial decisions about a same subject
(Art. 112(1)(b) EPC).

Thus, in practice a party to the appeal cannot present a question for the En-
larged Board of Appeal, unless a Board of Appeal agrees during proceed-
ings to forward the question to the Enlarged Board of Appeal. A Board of
Appeal may also present a question to the Enlarged Board of Appeal by its
own initiative.

Similarly as in case of the “regular” appeal procedure, the parties to the ap-
peal proceedings will be parties to the proceedings of the Enlarged Board of
Appeal as well (Art. 112(2) EPC).

Already final decisions are not affected by decisions or opinions of the En-
larged Board of Appeal, however, such decisions or opinions may have an
impact on the pending cases of the Boards of Appeal [5]. However, there is
a binding effect related to a decision of the Enlarged Board of Appeal be-
cause the Board of Appeal has to respect the decision for a case in question
(Art. 112(3) EPC). On the other hand, these decisions are not binding in the
future, so either a Board of Appeal or the Enlarged Board of Appeal can
decide not to follow a decision but in that case some additional argumenta-
tion is needed. Therefore, previous decisions need to be taken into account
naturally.

Any party to the appeal proceedings, that has got a negative decision, may
though submit a petition for review of the decision by the Enlarged Board of
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Appeal (Art.  112a(1) EPC). Nevertheless,  a petition may be based only on
certain grounds, as defined in Art. 112a(2) EPC:

a member of the Board of Appeal had personal interest
a person not appointed as a member of the Boards of Appeal was in
the board
a violation of a right to be heard took place (Art. 113 EPC)
fundamental procedural mishandling occurred
a criminal act established possibly had an impact on the decision.

If the petition is allowable, the Enlarged Board of Appeal will give a deci-
sion on it in order to re-open proceedings before the Boards of Appeal (Art.
112a(5) EPC).
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5 Case Studies: Decisions of the En-
larged Appeal Board of the EPO Re-
garding Priority Rights

As discussed previously, the Enlarged Appeal Board of the EPO handles
only specific questions that have been raised by a Board of Appeal or the
President  of  the  EPO.  Naturally,  the  topics  vary  widely  depending  on  the
case in question, but since priority rights are of significant importance in
patenting, the focus is on decisions of the Enlarged Board of Appeal regard-
ing priority rights in this chapter.

The reason for the importance of priority rights is that a valid priority right
is required in a continuation or a divisional application in order to make sure
that the later application is considered to have the same filing date as the
earlier application. The filing date then further defines the state of the art as
discussed previously. In fact, in many cases the later application and the
corresponding patent would be worthless without a valid priority right.
Therefore, the priority right is often essential to ensure that a continuation or
a divisional application has value.

The decisions considered in this chapter are selected from the website of
EPO based on the topic [10]. All of the selected cases are related to priority
rights, and more specifically, to divisional or subsequent applications claim-
ing priority from an earlier application. The following decisions are studied:
G1/05 Divisional/ASTROPOWER, G1/09 Pending application, and G2/98
Requirement for claiming priority of the “same invention”.
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5.1 G1/05 Divisional/ASTROPOWER

In this case two Boards of Appeal had forwarded questions to the Enlarged
Board of Appeal and these questions were handled jointly, in consolidated
proceedings, because they were related to similar points of law. In this case
the Enlarged Board of Appeal indeed gave their decisions regarding several
questions.

First, the main questions, related to T 39/03 (OJ EPO 2006, 362), Technical
Board of Appeal 3.4.02, were:

(1) Can a divisional application which does not meet the requirements of
Article 76(1) EPC because, at its actual filing date, it extends beyond
the content of the earlier application, be amended later in order to make
it a valid divisional application?

(2) If the answer to question (1) is yes, is this still possible when the earlier
application is no longer pending?

Secondly, the main question, related to T 1409/05 (OJ EPO 2007, 113),
Technical Board of Appeal 3.4.03, was:

(1) In the case of a sequence of applications consisting of a root (originat-
ing) application followed by divisional applications, each divided from
its predecessor, is it a necessary and sufficient condition for a divisional
application of that sequence to comply with Article 76(1) EPC, second
sentence, that anything disclosed in that divisional application be direct-
ly, unambiguously and separately derivable from what is disclosed in
each of the preceding applications as filed?

So the issue in this case is related to Art. 76(1) EPC, second sentence, which
states that a European divisional application may be filed only in respect of
subject-matter which does not extend beyond the content of the earlier ap-
plication as filed. If this condition is met, the divisional application is then
deemed to have been filed on the date of filing of the earlier application and
shall enjoy any right of priority. As a conclusion, the Enlarged Board of
Appeal’s view was that these issues do not mean that a divisional applica-
tion, which does not conform to the EPC, would be invalid.
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Furthermore, the main question in this case is whether there is a right to
amend a divisional application such that it would comply with Art. 76(1)
EPC. The conclusion of the Enlarged Board of Appeal was that divisional
application should be treated in the same manner as ordinary applications,
unless certain specific conditions in Art. 76 EPC and Art. 25 EPC require
something different.

In addition, the board stated it is an important principle under the EPC that
decisions about whether an application is acceptable, in view of the re-
quirements of the EPC, is made based on the text finally submitted after any
objections. It is also mentioned that an applicant should have a chance to
overcome the objections by amending the patent application. Whether the
application is an original application or divisional application is thus irrele-
vant. If amendments could not be used in order to make divisional applica-
tions acceptable, in view of Art. 76(1) EPC, different applications would be
treated differently in practice and there is no objectively justifiable purpose
for this.

Instead, that kind of practice would create a procedural trap, because appli-
cants could file divisional applications with the same description and claims
as the earlier application, just by arranging the claims in a new manner.
Then, applicants could file amendments at a later stage in order to bring the
application to the wanted from. As a result, the grant procedure would be
delayed unnecessarily which is naturally not the purpose because it creates
legal uncertainty for third parties for a longer time period.

The second question is related to amending divisional applications in case
that the parent application is no longer pending. Again the Enlarged Board
of Appeal referred to Art. 76(1) and stated that according to this article, a
divisional application is a new application which is separate and independ-
ent of the parent application. Therefore, the procedure related to the divi-
sional application is in fact independent of the procedure concerning a new
application. Hence the divisional application should be treated as a new ap-
plication. Although divisional applications are linked to their parent applica-
tion, for example, in terms of time limits, the procedure of the parent appli-
cation should not have an impact on the treatment of the divisional applica-
tion.
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Based on the above, the Enlarged Board of Appeal concluded that it is pos-
sible to amend the divisional application in order to remove added matter
regardless of whether the parent application is pending or not. Divisional
applications may be amended in the same way as any other non-divisional
applications under Art. 123(2) EPC.

The question related to sequences of divisional application was handled
similarly. The parent of a divisional application does not matter. All appli-
cations should be treated similarly anyway.

5.2 G1/09 Pending application/SONY

The question for this case came from the Legal Board of Appeal to the En-
larged Board of Appeal and the background of the question was related to a
refused (parent) application. An examining division had refused the applica-
tion at the end of oral proceedings. After three weeks from this decision, the
applicant had filed a divisional application claiming priority from the re-
fused application. The written decision about the refusal came after the fil-
ing of the divisional.

However,  the  applicant  had  not  filed  an  appeal  against  the  decision  so  the
Receiving Section decided that the divisional application was not valid, be-
cause the refused application was no longer pending.  If an appeal would
have been filed, the refused application would still have been pending and
hence,  in  that  case  there  would  not  have  been  any  problem  with  the  divi-
sional application. So the interpretation there was that orally given decision
was enough and the refusal came into force on the date that the decision was
given orally. Therefore, the refused application was no longer pending and
no divisional could be filed from that application.

Consequently, the applicant filed an appeal to the Legal Board of Appeal, in
which it was stated that the parent application was still pending when the
divisional was filed, because there was some time left for appealing against
the refusal decision. So as a main request, the appellant requested that the
decision of the Receiving Section should be overruled and the auxiliary re-
quest was that the interpretation of the term “pending” should be referred to
the Enlarged Board of Appeal. Since in view of the Legal Board of Appeal
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the answer was not clear to this question and the ambiguity of the term
“pending” remained, the following point of law was referred to the Enlarged
Board of Appeal:

Is an application which has been refused by a decision of the Examining
Division thereafter still pending within the meaning of Rule 25 EPC 1973
(Rule 36(1) EPC) until the expiry of the time limit for filing a notice of ap-
peal, when no appeal has been filed?

The Enlarged Board of Appeal agreed with the Legal Board of Appeal and
stated that this question needs to be clarified because it is related to a point
of law of fundamental importance. Rule 36 EPC states that a divisional ap-
plication can be filed from any (earlier) pending application. Although Rule
36 EPC had been changed during the handling of this appeal so that the new
Rule 36 EPC includes some additional constraints for filing divisional
(nowadays divisional applications need to be filed within 24 months from
the first communication from an Examining Division), the Enlarged Board
of Appeal still considered this question to be relevant. In the opinion of the
Enlarged Board of Appeal, an answer to this particular question would be
needed to ensure uniform interpretation of the new Rule 36 EPC.

The Enlarged Board of Appeal noted that the term “pending” is not used in
a uniform manner in the EPC. This term is used in case of pending patent
applications and in case of pending proceedings, however, the meaning is
not the same in these contexts. After analyzing the difference between these
definitions, the Enlarged Board of Appeal noticed that in view of Rule 25
EPC, a pending European patent application is an application which still has
status that entitles substantive rights deriving from it.

Moreover, this observation lead to another question and the Enlarged Board
of Appeal had to consider how long the substantive rights are in existence.
In practice, the substantive rights include provisional protection and an ap-
plication is considered never to have this kind of protection when it has
been withdrawn, deemed to be withdrawn or finally refused. This indicates
that the substantive rights exist after the refusal, until the refusal decision
becomes final.
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It was stated that the final character of a first-instance decision will only
ensure upon expiry of the time limit for filing an appeal and the Enlarged
Board of Appeal referred to several national provisions to show that this
concept is well-founded in the Contracting States. Therefore, the Enlarged
Board of Appeal concluded that under the EPC a patent application which
has been refused by the Examining Division is thereafter still pending with-
in the meaning of Rule 25 EPC 1973 until the expiry of the period for filing
an appeal and, on the day after, is no longer pending if no appeal is filed.
The same conclusion applies to Rule 36(1) EPC 2000 both in its former and
its current version.

Since the rules regarding the filing of divisional applications were changed
so that a divisional application must be filed within two years from either a
first communication from an Examining Division or from a communication
from the Examining Division regarding lack of unity. Therefore, this deci-
sion of the Enlarged Board of Appeal may have less relevance to practice
than what would have been the case otherwise, because usually that two
year period has passed before a refusal (or grant) decision [11].

5.3 G2/98 Claiming priority of the “same invention”

Before this case, there had been two lines of cases in the EPO in which the
grounds for priority rights had been different. The first line of cases consid-
ered that the relevant subject matter should be present in the earlier applica-
tion, expressly or implicitly, for a valid priority claim. On the other hand,
the second line of cases considered that an additional feature in a claim is
not legitimate if it is a mere disclaimer or if it is a matter of routine choice
for the skilled person in the art. In either case, the additional feature does
not change the nature of the claimed invention [12].

Thus, the President of the EPO had concluded that these two lines of case
were in conflict and consequently used his power under Art. 11(1)(b) EPC
in this case by forwarding the following point of law to the Enlarged Board
of Appeal:

1a) Does the requirement of the ”same invention” in Article 87(1) EPC
mean that the extent of the right to priority derivable from a priority appli-
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cation for a later application is determined by, and at the same time limited
to, what is at least implicitly disclosed in the priority application?

1b) Or can a lesser degree of correspondence between the priority applica-
tion and the subject-matter claimed in the later application be sufficient in
this respect and still justify a right to priority?

2) If question 1b) is answered in the affirmative, what are the criteria to be
applied in assessing whether the claim in the later application is in respect
of the same invention as is in the priority application?

The President of the EPO further emphasized the importance of the above
questions by stating that these questions have a significant impact on both,
the  applicant  who wants  to  exploit  the  priority  of  an  application  and  third
parties which may be affected by the priority date. This is an important issue
especially in case of possibly conflicting applications.

During the examination of this issue, the Enlarged Board of Appeal indeed
found out that at least in one case the priority of a previous first filing for a
claim was recognized, even though a feature had been added to the claim,
which was not included in the priority application. On the contrary, in some
other cases implicit disclosure test under Art. 123(1) EPC was required.
Hence, the referral was accepted.

The Enlarged Board of Appeal then first studied whether it is necessary to
have at least implicit disclosure regarding “the same subject-matter” for a
priority right as required in Art. 87(4) EPC. Basically, the EPC forms a spe-
cial agreement with the Paris Convention and it is not intended to be in con-
flict with the principles of that convention, in view of the priority right. Fur-
thermore, according to the Paris convention, it is not acceptable to deny the
right for priority even though certain elements of the claimed invention in a
divisional application would not appear in the claims of the priority applica-
tion. However, the restriction is that the priority application has to disclose
such elements as a whole.

So,  if  the  subject-matter  of  the  claim is  somehow disclosed  in  the  priority
application, implicitly or explicitly, the priority right should be given. Natu-
rally the priority should be on the other hand refused if  no such disclosure
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exists.  The Paris Convention also says that  priority cannot be refused even
though an application claiming priority includes some new elements, given
that there is unity of invention. The Enlarged Board of Appeal also conclud-
ed from the Paris Convention that “element” was not understood as a feature
but as an embodiment.

So, the concept of “the same invention” in Art. 87(1) EPC should be inter-
preted narrowly in order to connect it properly with the concept of “the
same subject-matter” in Art. 87(4). This interpretation is consistent with the
Paris Convention.

In addition, a subsequent filing has a priority right and is protected from
novelty destroying documents published after the filing date of the earlier
application only if the subsequent application is related to the same inven-
tion  as  the  first  application,  which  is  the  aim and  objective  of  the  right  of
priority (during a period of twelve months from the filing of the first appli-
cation). There is no reason why the concept of “the same invention” should
be interpreted differently than the concept of “the same subject-matter”. The
narrow interpretation of the concept “the same-subject matter” is in line
with Art. 88(2-4) EPC as well, which further justifies that the concept of
“the same invention” should be treated in the same way.

Thus, the Enlarged Board of Appeal concluded that since the first question
is answered in the affirmative, there is no need deal with the other ques-
tions, and the final conclusion was:

The requirement for claiming priority of ”the same invention”, referred to
in Article 87(1) EPC, means that priority of a previous application in re-
spect of a claim in a European patent application in accordance with Arti-
cle 88 EPC is to be acknowledged only if the skilled person can derive the
subject-matter of the claim directly and unambiguously, using common gen-
eral knowledge, from the previous application as a whole.

The effect of this decision in practice is that the Examining and Opposition
Divisions  of  the  EPO  examine  priority  in  the  same  way  as  they  examine
added subject-matter under Art. 123(2) EPC. Hence, literal or almost literal
support will be required which should be taken into account when drafting
applications and submitting amendments [12].
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6 Summary

European patents are granted according to the legal system defined in the
European Patent Convention (EPC), which was discussed in detail in this
report. The main focus of this report was on certain decision of the Enlarged
Board of Appeal of the European Patent Office (EPO). More specifically,
this report presented three selected decisions of the Enlarged Board of Ap-
peal regarding priority rights as case studies.

The first case study was G1/05 Divisional/ASTROPOWER, where the main
question was about amending a divisional application, which extends be-
yond the content of the earlier application, later on in order to make it a val-
id divisional application. In this case the Enlarged Board of Appeal con-
cluded that all applications should be treated similarly and hence, it is pos-
sible to amend the divisional application later on.

Secondly, G1/09 Pending application/SONY was dealt with. In this case, the
question was related to the meaning of “pending application”. More specifi-
cally, the question was if an application which has been refused is still pend-
ing until the expiry of the time limit for filing a notice of appeal when no
appeal has been filed. The decision of the Enlarged Board of Appeal was
that a patent application is indeed considered as “pending” within this time
limit, regardless of whether an appeal is filed or not.

The last  case study was then G2/98 Claiming priority of the “same inven-
tion”. The main problem in this case was related to the definition of the
“same invention” in Art. 87(1) EPC and the conclusion of the Enlarged
Board of Appeal was that priority should be acknowledged only if a person
skilled in the art is able to derive the subject-matter from the previous appli-
cation as a whole, by exploiting common general knowledge.



References

32

7 References

[1] Christof Mathoi, Recent developments in the European patent system, Aalto University
Professional Development, Lecture slides, Munchen, 18-21 March 2013.

[2] Gowers Review of Intellectual Property, December 2006, http://www.official-
documents.gov.uk/document/other/0118404830/0118404830.pdf, retrieved 2.7.2013.

[3] EPO member states, EPO web site, http://www.epo.org/about-us/organisation/member-
states.html, retrieved 22.7.2013.

[4] Map  of  the  contracting  states  of  the  EPO,  EPO  web  site,
http://documents.epo.org/projects/babylon/eponet.nsf/0/E65E85FAF2F200F4C125744
A00294866/$File/epo_member_states_10_10.gif, retrieved 22.7.2013.

[5] Derk Visser, The Annotated European Patent Convention, 18th edition, Nov. 2010.
[6] EPO, European Patent Office, How to get a European patent, Guide for applicants, Part

1, 13th edition, May 2010.
[7] EPO, European Patent Office. Guidelines for Examination in the European Patent

Office. June 2012.
[8] Daniel Closa, The opposition procedure and limitation and revocation procedures,

Aalto University Professional Development, Lecture slides, Munchen, 18-21 March
2013.

[9] Helen Fineron, The boards of appeal and the appeals procedure of the EPO, Aalto
University Professional Development, Lecture slides, Munchen, 18-21 March 2013.

[10]Decisions  of  the  Enlarged  Board  of  Appeal  of  the  EPO,  EPO  web  site,
http://www.epo.org/law-practice/case-law-appeals/Enlarged Board of Ap-
peal/number.html, retrieved 31.7.2013.

[11]AdamsonJones, EPO Enlarged Board of Appeal decides: refused application is still
pending (for a while), web site, http://www.adamson-jones.co.uk/news-events/ip-
news/epo-enlarged-board-of-appeal-decides-refused-application-is-still-pending-for-a-
while, retrieved 1.8.2013.

[12]Paul Cole, EPO Appeal Board Decision on Priority Claims, web site,
http://www.ipfrontline.com/depts/article.aspx?id=419&deptid=6, retrieved 2.8.2013.





ISBN 978-952-60-5414-8 (pdf) 
ISSN-L 1799-4950 
ISSN 1799-4950 
ISSN 1799-4969 (pdf) 
 
Aalto-yliopisto 
 
Aalto University Professional Development 
www.aalto.fi 

KAUPPA + 
TALOUS 
 
TAIDE + 
MUOTOILU + 
ARKKITEHTUURI 
 
TIEDE + 
TEKNOLOGIA 
 
CROSSOVER 
 
DOCTORAL 
DISSERTATIONS 

A
alto-C

 12
/2

013 

Tämä julkaisu on tehty osana Patentit- 
Teollisuus-Tekniikka –koulutusohjelman 
suorittamista. 
 
Patentit-Teollisuus-Tekniikka 
–koulutusohjelma perehdyttää osallistujat 
teollisoikeuksiin ja erityisesti patentointiin 
sekä Suomessa että ulkomailla. Tätä 
koulutusohjelmaa on järjestetty jo yli 20 
vuoden ajan. Aalto University Professional 
Development – Aalto PRO – valmentaa sekä 
uusia että kokeneita osaajia edelläkävijöiksi 
alallaan. Aalto PRO tarjoaa monipuolisen 
valikoiman koulutuspalveluita ja laajan 
osaamisverkoston. 
  
www.aaltopro.fi 
www.aaltopro.fi/patentit 
 
 
  
 
 
 
 
 

Aalto University Professional Development 

Enlarged Board of Appeal 
of the European Patent 
Office 
Patentit-Teollisuus-Tekniikka 2012-2013 
Erikoistyö 

Jari Nieminen 

AMMATILLISEN 
KEHITTYMISEN 
RAPORTTI 

CROSSOVER 


	Blank Page
	Blank Page
	Blank Page

